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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7, 12-17, 20-22, 29-36, 39-41, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Okumura et al., U.S. Patent # 5,451 ,632. 

The Examiner has reconsidered the patentability of the claims in view of 
Applicant's arguments and the teachings of the reference and concluded that, in fact, 
the most reasonable rejection of these claims is one that is made under 35 U.S.C. 103. 
Okumura, it is acknowledged, does not expressly disclose blends of polycarbonate, 
polycarbonate-polysiloxane copolymer, and titanium dioxide, and in the amounts 
specified by the claims. Indeed, the Examiner's basis for rejecting the aforementioned 
claims relies on (i) Okumura's cursory mention in column 15, lines 40-44 that mixtures 
of polysiloxane-polycarbonate and the various embodiments of (B), which include 
polycarbonate homopolymer and titanium dioxide pigment, may also be formed, and (ii) 
the reasonable assumption that, in those cases where all three of polycarbonate, 
polycarbonate-polysiloxane copolymer, and titanium dioxide are combined, it is 
desirable to use the same amounts of copolymer and titanium dioxide that are 
prescribed by the claims. Very little "picking and choosing" is required to arrive at 
Applicant's invention insofar as there are a limited number of embodiments of 
component B (polycarbonate homopolymer, filler, fluororesin, pigments of which 
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titanium dioxide is exemplary, styrene resin) and the amounts of copolymer and titanium 
dioxide recommended by the reference overlap with the ranges set forth by Applicant. 

Applicant challenges the second of these points in their reply by stating the 
following: 

"The Examiner also now argues that the limitation of 3% siloxane as a whole is actually met, 
because he argues (without explanation or support) that art would understand that this value was 
maintained for the composition as a whole no matter what addidonal materials are added, even though the 
percentage is only provided for the two component mixture. Applicants respectfully submit that this 
disclosure of the reference does not support this contention." 

Applicant then proceeds to conveniently select Examples taught by the reference 
that support their contention that the minimum siloxane content disclosed in claim 1 is 
not contemplated. However, in doing so, they ignore the broader teaching in column 
10, lines 40-49 where it is stated that the siloxane content as a fraction of the total 
weight is 0.01 to 10 wt.%. Further, the Examiner's assertion that the skilled artisan 
would be motivated to keep siloxane content consistent with the amounts advocated by 
this passage if a formulation that also contained titanium dioxide were prepared is 
supported by the teachings of the disclosure. Column 10, lines 49-56 state that 
mechanical properties and flame resistance are compromised when one deviates from 
this quantity as a percentage of the composition , which, of course, may contain other 
materials including titanium dioxide. 

As to the matter of whether the titanium dioxide materials are actually coated by 
the dispersing agent mentioned in column 12, lines 57-59, Applicant disputes the 
Examiner's position that the dispersant is necessarily coated onto the pigment particles: 
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"Furthermore, whether the Examiner's argument has merit with respect to the composition claims 
or not, what is specified is that the Ti02 must have an organic coating. The Examiner has not shown how 
this element of the claims is met. He makes an unsupported statement that for the oil to act as a dispersant 
it must somehow be coated onto the pigment particles. Applicants challenge the Examiner to provide a 
scientific basis for this statement consistent with the requirements of In re Albrecht, or to withdraw the 
argument." 

Applicant is encouraged to review the attached definition of a dispersing agent 
taken from Hawley's Condensed Chemical Dictionary, 14 th Edition. According to 
Hawley's, a dispersing agent is a surface-active suspending medium. That is to say, 
they act by modifying the surface of a filler particle, in this case a pigment, thereby 
making its surface more compatible with the host polymer matrix into which the filler is 
mixed. This is a well-known phenomenon and needs no further explanation. 

Finally, Applicant's arguments against the Examiner's rejection rely heavily on 
the absence of a preferred embodiment that resembled the claimed 
composition/product. They are advised however that, "disclosed examples and 
preferred embodiments do not constitute a teaching away from a broader disclosure or 
nonpreferred embodiments." In re Susi, 440 F.2d 442, 169 USPQ 423 (CCPA 1971). A 
reference may be relied upon for all that it would have reasonably suggested to one 
having ordinary skill the art, including nonpreferred embodiments. Merck & Co. v. 
Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 
U.S. 975 (1989). The broader disclosure suggests that 

(a) mixtures of polycarbonate-polysiloxane and the different incarnations of (B) may be 
blended together. Again, polycarbonate homopolymer and titanium dioxide pigment are 
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among a limited number of embodiments of (B) and so the scope of the reference is not 
so broad as to require picking and choosing from innumerable possibilities to arrive at 
the instant invention. 

(b) the quantities of polycarbonate homopolymer, siloxane content contributed by the 
copolymer, and Ti0 2 overlap the ranges associated with these materials in the claims. 

The only issue left to consider is that of secondary considerations and, in 
particular, whether or not Applicant has illustrated an unexpected result or a synergy 
that would render the 103 rejection moot. 

Applicant contends that their Examples have the effect of demonstrating an 
unexpected result but the details surrounding the Examples are lacking that muddy the 
picture for the Examiner. First, Table 2 is purported to summarize the experiments of 
Example 1 where polycarbonate-polysiloxane copolymer is said to make up 12 percent 
by weight of the compositions outlined therein. However, the text of Example 1 makes 
no mention of the copolymer and, just as important, its constitution. Without this 
information, it is impossible to know precisely how much siloxane content there was in 
these compositions (if there was any at all) hence these Examples have little if any 
probative value as a comparison. Also, some of the trends emphasized by the 
Applicants are not fully consistent. For instance, although entry 2 has more titanium 
oxide than does entry 1 with all other parameters being approximately equal, its p(FTP) 
VO rating is considerably higher. Additionally, entries 1 and 14 and 2 and 15 appear to 
have essentially the same makeup yet their p(FTP) VO ratings are different. Is this 
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attributable to the presence of AO 1076 in entries 13 and 14? If so, there is no 
description of this material and how it impacts the results. 

In arguendo, even had the Applicant properly demonstrated an unexpected 
result, this would still not serve to overcome the Examiner's rejection as the lower limit 
is easily taught with sufficient specificity so as to merit an anticipation of this aspect of 
the instant invention. The reference discloses a siloxane content of 0.01 to 10 weight 
percent, the claims 3 wt.% or higher. There is overlap over 70% of the range taught by 
the reference including at 3 wt.%. Applicant cannot rely on unexpected results where 
the aspect that is purported to be unexpected, i.e. that the siloxane content must be 3 
wt.% or better, is anticipated. 

Allowable Subject Matter 

Claims 8-11, 18-19, 23-28, 37-38, and 42-47 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Claims 48-61 are considered allowable in view of Applicant's arguments. In the 
reference, the pigment is treated with the dispersing agent in situ whereas the claim 
language of the method claims connotes using titanium dioxide that has been coated 
prior to adding it to the other materials. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 



you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



October 5, 2005 




